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WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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earned patent term adjustment. See 37 CFR 1 .704(b). 
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2a)^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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4a) Of the above claim(s) 44, 45, 48-50, 54, 57-60, 62, 70, 71 and 76 is/are withdrawn from consideration. 
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DETAILED ACTION 

Claims 43-60, 62, 65-80, and 82 are pending. 

Claims 44, 45, 48-50, 54, 57-60, 62, 70, 71 , and 76 remain withdrawn from 
consideration. Claims 55 and 56 are no longer withdrawn from consideration since the 
claims have been amended to depend from claim 43. 

Claims 43, 46, 47, 51-53, 65-69, 72-75, 77-80, and 82 are currently under 
examination. 

Claim Rejections - 35 USC § 1 12 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 43, 46, 47, 51-53, 65-69, 72-75, and 77-82 are rejected under 35 
U.S.C. 112, second paragraph, as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicant regards as the invention. The 
previous grounds of rejection have been overcome in view of applicants amendments to 
the claims. The grounds of rejection below are new grounds based on applicants 
amendments to the claims. 
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Claims 43, 80 and 82 all recite "a step comprising" (i), (ii), and (iii) in part (c) of 
each claim. The language renders the claim vague and indefinite since "a step" ie a 
single step can not comprise all steps (i), (ii), and (iii). The language also lends to 
improper Markush language where, if the intent of the limitation is to select from (i), (ii) 
and (iii), then the term comprising leave one in the art left with an unidentified group 
where the groups to select from comprises (i), (ii) and (iii) but is not limited thereto 
where the potential other constituents of the group are unidentified. 

Claim 66 recites "wherein the at least one organism marker" There is insufficient 
antecedent basis for this language in the claim. 

Claim 69 recites "wherein the at least one organism marker" There is insufficient 
antecedent basis for this language in the claim. 

Those claim indicated as rejected and not specifically treated above are rejected 
in so far as they depend from the claims addressed above. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 
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Claims 43, 46, 47, 51-53,55, 56, 65-69, 72-75, 77-80 and 82 are rejected under 
35 U.S.C. 102(a) as being anticipated by Stein et al [Journal of Bacteriology Vol. 
178(3):591-599, 1996]. 

Stein et al have disclosed the characterization of uncultivated prokaryotes where 
the organism samples were obtained directly from an aquatic environment. Genomic 
nucleic acid samples were selected and placed into libraries. The uncultivated organism 
samples where subject to various selections such as size selection. For example, 30 
liter samples were filtered to select for organisms and these samples were further 
subject to concentration of the desired organisms (see material and methods at page 
592 and see also page 593 "Results" . It is disclosed that some samples were collected 
for rRNA abundance analysis. Nucleic acids were screened for rDNA. Nucleic acid 
samples were placed into vectors where digested nucleic acids of 35-45kpb were 
selected. 

Vectors were placed into E.coli and this organism sample was selected for 
plasmid containing cells(it is noted that this organism sample represents a heterologous 
population since, for example the initail population subjected to selection either 
contained fosmids/plasmids or did not and also contained different fosmids/plasmids, for 
example). The population or sample was selected for, first cells that contain fosmids 
and then further selected for clones that contained16S rDNA. This sample was even 
further subcloned where the clones contained gene clusters(see page 594, for 
example.). RDNA containing samples were selected utilizing primers. Nucleic acid 
samples were selected based on nucleic acid content including 16S RNA and it is 
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disclosed that the sample contained a specified content of C+C content. See entire 
Materials and Methods section and also Figure 1 which shows various organism and 
nucleic acid selection steps and well as Figure 2 which shows selection of nucleic acids. 
See also Table 1 . See also top of right column on page 595 and right column of page 
596, for example. 

Applicant arguments filed 6/10/201 1 have been considered but are not 
persuasive. Applicant argues that filtration is not a selection means. This is not agreed 
with. Filtration selects based on size. Size is a morphological marker, for example. 
Applicant points to page 1 8 and 27-30 of the specification. It is noted that at page 1 8 it 
is asserted that ""organism marker" may be exemplified, but not limited tone of the 
following. .." Applicants specifications and claims do not exclude size as an organism 
marker, (see specification at page 18, for example). It is noted that it is not only the 
initial samples of stein et al that have been selected and manipulated. It is noted that 
the claims read broadly on the methods involved in selection of bacteria utilized in 
nucleic acid manipulations, for example. For example "catalogued comprises any 
library, including libraries with one consituent, that is characterized with respect to its 
constituents (see pages 1 1 and 14). "Adjusting to advantage" includes no adjustment 
(see page 14). "an organism form includes E.coM (see page 12). A fraction includes 
100% (see page 13). 



Conclusion 
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THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SEAN MCGARRY whose telephone number is 
(571)272-0761 . The examiner can normally be reached on M-Th (6:00-4:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Heather Calamita can be reached on (571) 272-2876. The fax phone 
number for the organization where this application or proceeding is assigned is 571 - 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Sean R McGarry 
Primary Examiner 
Art Unit 1635 

/Sean R McGarry/ 

Primary Examiner, Art Unit 1635 



